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REMARKS 



Claims 33, 34, 42, 43, 48, 49, 54-56, 59-70 and 73-87 are pending. 
None of the pending claims is currently being amended. 

Claims 33, 34, 42-43, 48, 54-56, 60-67, 70 and 80-81 are rejected under 35 U.S.C. 
§ 102(e) as anticipated by U.S. Patent No. 6,71 1,283 (Soenksen). Claims 33, 34, 42, 46, 48, 54, 
59-64, 66-68 and 72-81 are rejected under 35 U.S.C. § 102(e) as anticipated by U.S. Patent No. 
6,453,060 (Riley). Applicant respectfully disagrees with these rejections. 

Claim 33 recites a method of compensating for motion of a sample undergoing spectral 
analysis. The method includes using a probe to obtain both a plurality of images and spectral 
data from the sample and aligning a subset of the images to compensate for relative motion 
between the sample and the probe. As discussed below, neither the Soenksen patent nor the 
Riley patent discloses or renders obvious the claimed subject matter. 

The Soenksen patent discloses an optical microscopy system 10 (see FIG. 1) with a 
microscope slide scanner 1 1 that can scan a stained tissue sample and digitize the resulting data. 
See col. 6, line 66- col. 7, line 41. The scanner 11 includes a motorized stage 14, upon which the 
sample 12 can be positioned for scanning. The motorized stage 14 is connected to a stage 
controller 22 which is connected in to a data processor 20, which operates to determine the 
position of the sample 12 on the motorized stage 14. The motorized stage 14 moves the sample 
12 in at least the two axes (x/y) that are in the plane of the sample 12. The microscope slide 
scanner 1 1 can be adapted to obtain images in which spectral information is measured at every 
image pixel. See col. 13, lines 56-59. 

The Soenksen patent does not disclose using a probe to obtain both spectral data and a 
plurality of images from a sample and aligning a subset of the images obtained to compensate for 
relative motion between the sample and the probe, as recited in claim 33. The Office action 
appears to allege that column 20, lines 29-51 of the Soenksen patent discloses these features. 
This, however, is not correct. Instead, the passage that the Office action relies upon as allegedly 
disclosing the foregoing claim features merely discloses operations (see flow chart of FIG. 4) 
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assembling multiple image strips 77 into a single image 76 (step 212 in FIG. 4). The passage 
explains that empty areas that do not contain any meaningful imagery data can be eliminated 
from the image 76, thereby reducing the data storage requirements of the image 76. Indeed, the 
cited passage appears to have nothing at all to do with aligning multiple images to compensate 
for relative motion between the sample and the probe, as recited in claim 33. 

Claim 33 should be allowable over the Soenksen patent for at least the foregoing reasons. 

The Riley patent discloses a system (see, e.g., FIG. 1) for collecting images at one or 
multiple illumination wavelengths. See col. 3, line 32 to col. 4, line 18. A biological specimen 
10 is stained with a molecular marker and deposited on a microscope slide to create a specimen 
slide 12. Camera 18 obtain an image of the slide 12 in a conventional manner. The images 30A, 
30B and 30C obtained can be processed immediately or stored for later processing. The Riley 
patent emphasizes the importance of having the microscope stage, optical components, and 
camera 18 be effectively isolated from vibration so that the captured images are properly aligned 
with one another. See col. 4, lines 18-23. 

The Riley patent does not relate in anyway to using a probe to obtain a plurality of 
images and spectral data from a sample, and aligning a subset of the images obtained to 
compensate for relative motion between the sample and the probe, as recited in claim 33. 
Although the Riley patent appears to focus on ensuring that captured images are properly 
aligned, it attempts to accomplish this goal not by aligning a subset of images that already have 
been obtained, but by isolating the various components of the system from vibration while the 
images are being captured. 

Claim 33 should be allowable over the Riley patent for at least the foregoing reasons. 

Claims 34, 42-43, 46, 48, 54-56, 59-68, 70 and 72-81 depend from claim 33 and, 
therefore, should be allowable over the Soenksen patent and the Riley patent for at least the same 
reasons as claim 33 discussed above. 
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Claims 83 and 87 are rejected under 35 U.S.C. §102(e) as anticipated by U.S. Patent No. 
6,71 1,283 (Soenksen). Claims 83 and 85-87 are rejected under 35 U.S.C. § 102(e) as anticipated 
by U.S. Patent No. 6,453,060 (Riley). Applicant respectfully disagrees with these rejections. 

Independent claim 83 recites subject matter similar to the subject matter of claim 33. 
More particularly, claim 83 recites a method of compensating for sample motion in the spectral 
analysis of a sample. The method includes using a probe to obtain both spectral data and a 
plurality of sequential images from the sample and aligning a subset of the images to compensate 
for sample motion between the sample and the probe. As discussed above with reference to 
claim 33, neither the Soenksen patent nor the Riley patent discloses or renders obvious the 
claimed subject matter. 

Claim 83 should be allowable for at least the foregoing reasons. 

Claims 85-87 depend from claim 83 and, therefore, should be allowable for at least the 
same reasons as claim 83. 

Claims 46, 49, 68-69 and 84 are rejected under 35 U.S.C. §103(a) as unpatentable over 
the Soenksen patent in view of the Riley patent and further in view of U.S. Patent No. 6,241,662 
(Richards-Kortum). 

Claims 46, 49, 68-69 depend from claim 33, which recites a method of compensating for 
motion of a sample undergoing spectral analysis. The method includes using a probe to obtain 
both spectral data and a plurality of images from the sample and aligning a subset of the images 
to compensate for relative motion between the sample and the probe. Claim 84 depends from 
claim 83, which recites similar subject matter as claim 33. 

As discussed above, neither the Soenksen patent nor the Riley patent discloses or renders 
obvious the claimed subject matter. Nor does the Richards-Kortum patent, alone or in 
combination with the other cited references, disclose or render obvious the claimed subject 
matter. 



Applicant : Kaufman, et al. Attorney's Docket No.: 23328-0015003 

Serial No. : 10/068,133 

Filed : February 5, 2002 

Page : 12 of 13 



The Richards-Kortum patent discloses using an imaging spectrograph to detect tissue 
abnormality. See col. 3, line 67-col. 4, line 2. The Richards-Kortum patent does not disclose 
using a probe to obtain spectral data and a plurality of images from the sample and aligning a 
subset of the images to compensate for relative motion between the sample and the probe, as 
recited in claims 33 and 83, respectively. 

Claims 46, 49, 68-69 and 84 should be allowable for at least the foregoing reasons. 

Claims 72-79 and 85-86 are rejected under 35 U.S.C. § 103(a) as unpatentable over the 
Soenksen patent in view of U.S. Patent No. 5,850,486 (Maas). 

Claims 72-79 depend from claim 33, which recites a method of compensating for motion 
of a sample undergoing spectral analysis. The method includes using a probe to obtain both a 
plurality of images and spectral data from the sample and aligning a subset of the images to 
compensate for relative motion between the sample and the probe. Claims 85 and 86 depend 
from claim 83, which recites similar subject matter as claim 33. 

As discussed above with reference to claim 33, neither the Soenksen patent nor the Riley 
patent discloses or renders obvious the claimed subject matter. Nor does the Maas patent, alone 
or in combination with the other cited references, disclose or render obvious the claimed subject 
matter. 

The Maas patent merely discloses registering and aligning a time series of images 
obtained, for example, with a magnetic resonance imaging (MRI) device. See col. 3, lines 19-27. 
The Maas patent mentions, inter-alia, cross-correlating data, use of Hamming windows, etc. 
The Maas patent, however, does not disclose obtaining both a plurality of images as well as 
spectral data using a single probe and aligning a subset of the images to compensate for relative 
motion between the sample and the probe, as recited in the claim 33. Nor does Maas otherwise 
provide any reason why a person of ordinary skill would have modified the cited references to 
obtain the claimed subject matter. Indeed, the Office action does not make any allegations to the 
contrary. 



Applicant 
Serial No. 
Filed 
Page 



Kaufman, et al. 
10/068,133 
February 5, 2002 
13 of 13 



Attorney's Docket No.: 23328-0015003 



It is believed that all of the pending claims have been addressed. However, the absence 
of a reply to a specific rejection, issue or comment does not signify agreement with or 
concession of that rejection, issue or comment. In addition, because the arguments made above 
may not be exhaustive, there may be reasons for patentability of any or all pending claims (or 
other claims) that have not been expressed. Finally, nothing in this paper should be construed as 
an intent to concede any issue with regard to any claim, except as specifically stated in this 
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